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DETAILED ACTION 
Application and Claims Status 

1. Applicant's amendment and response filed 05/23/2005 is acknowledged and entered. 
Claims 1, 5, 54, and 56 have been amended. 

2. Claims 1, 6-7, 9, 24, 54, and 56 amended by the amendment filed on 1/29/2004. 

3. Claims 1, 3, 54, 56 amended and Claims 81-84 were added by the amendment filed on 
7/28/2003. 

4. Claims 2, and 59-80 were canceled by the amendment filed on 3/3/2003. 

5. Claims 1, 3-58, and 81-84 are pending. 

Election/Restrictions 

6. Claims 50-53 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 9/18/2002. 

7. Applicant has elected the following species for the elected invention (Claims 1-49, 54-58, 
and 81-84) in the reply filed on 9/18/2002: 

a. Species (1) (Claims 6-10), temperature. 
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8. Claims 1 1-18, 55, 57, 58 and 58 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to nonelected species, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 9/18/2002. 

9. Claims 1,3-10, 19-49, 54, 56, and 81-84 are under consideration in this Office Action. 

Maintained Rejection(s) 
Claim Objections 

10. Claim 82 objected to under 37 CFR 1.75 as being a substantial duplicate of claim 83. 

Claim Rejections - 35 USC § 112 

11. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

12. Claims 81, and 84 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 



Claim Rejections - 35 USC § 102 
13. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 
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14. Claims 54, and 56 are rejected under 35 U.S.C. 102(b) as being anticipated by Cargill et 
al. (US Patent 5,770,455). 

15. Claim 56 is rejected under 35 U.S.C. 102(b) as being anticipated by Bioarray Solutions 
LLC ("Bioarray") (WO 98/53093). 



Claim Rejections - 35 USC § 103 

16. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

17. Claims 1, 3-10, 19-37, and 47-49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cargill et al. (US Patent 5,770,455) and Wang et al. (US Patent 5,922,617). 

18. Claims 1, 6, and 81-82 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brenner et al. (Proa Natl Acad. Set, 1992, 89(12):5381-5383) and Wang et al. (US Patent 
5,922,617). 



Response to Arguments 
19. Applicant's argument directed to the objection of claim 82 under 37 CFR 1 .75 as being a 
substantial duplicate of claim 83 has been fully considered but they are not persuasive for the 
following reasons. 

Claim 82 objected to under 37 CFR 1. 75 as being a substantial duplicate of claim 83. When two claims in 
an application are duplicates or else are so close in content that they both cover the same thing, despite a 
slight difference in wording, it is proper after allowing one claim to object to the other as being a 
substantial duplicate of the allowed claim. See MPEP § 706.03(h). Claim 82 recites wherein the indicator 
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structure is comprised of a single-stranded oligonucleotide having defined sequences prehybridized to a 
labeled target The labeled target is interpreted as a complementary single-stranded oligonucleotide with 
a label and the term "prehybridized" is interpreted as already formed 'duplex', i.e. double-stranded 
oligonucleotide. Claim 83 recites wherein the indicator structure is comprised of a double-stranded 
oligonucleotide having one labeled strand. Thus Claim 82 is a substantial duplicate of claim 83. 

Applicant contends that claim 82 is not a substantial duplicate of claim 83 because "claim 
83 requires that the labeled strand, which has hybridized to the indicator be a target, whereas 
claim 82 does not contain any requirement that either strand of the double-stranded nucleotide 
be a target. Thus, claim 82 is not a substantial duplicate of claim 83. 

Applicant's arguments are not convincing since claim 82 is a substantial duplicate of 
claim 83 because claim 82 recite that 'the indicator structure is comprised of a single-stranded 
oligonucleotide having defined sequences prehybridized to a labeled target\ i.e. a double 
stranded oligonucleotide with a label, and that label is on one of the single-stranded 
oligonucleotide. Claim 83 recite that 'the indicator structure is comprised of a double-stranded 
oligonucleotide having one labeled strand\ i.e. a double stranded oligonucleotide with a label, 
and that label is on one of the single-stranded oligonucleotide. How the single-stranded 
oligonucleotide with the label is designated (e.g. a 'target' or a complementary strand) does not 
change the overall structure of the claimed indicator, which is a double stranded oligonucleotide 
with a label on one of the single-stranded oligonucleotide. Thus, claim 82 is a substantial 
duplicate of claim 83, and the objection is maintained. 

20. Applicant's arguments directed to the rejection under 35 U.S.C. 112, second paragraph, as 
being indefinite for claims 81 and 84 have been fully considered but they are not persuasive for 
the following reasons. 
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Claims 81, and 84 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

a) Claim 81 is vague and indefinite because it is unclear as to the ability of the indicator structure 
to exhibit a response wherein the indicator structure is nucleotidic. It is unclear what constitutes the metes 
and bounds as to the 'type ' of "detectable response" that is exhibits by the indicator structure when expose 
to the condition and lasted for at least one minute after removing from the condition as claimed in claim 1, 
i.e. what response is being 'exhibits ' by a nucleotide when expose to the condition and lasted for at least 
one minute after removing from the condition? Thus claim 81 is vague and indefinite. 

b) Claim 84 is vague and indefinite because it is unclear as to the ability of the indicator structure 
to exhibit a response wherein the indicator structure is wax. It is unclear what constitutes the metes and 
bounds as to the 'type ' of "detectable response" that is exhibits by the indicator structure when expose to 
the condition and lasted for at least one minute after removing from the condition as claimed in claim 1, 
i.e. what response is being 'exhibits ' by a wax when expose to the condition and lasted for at least one 
minute after removing from the condition? Thus claim 81 is vague and indefinite. 

Applicant argues that both claims 81 and 84 are not indefinite because 'Nucleotidic 
materials (e.g., oligonucleotides and polynucleotides, single or double stranded) exhibit well- 
known responses to a variety of conditions such as temperature, pH, and the presence of 
reagents. They can, for example, denature or cross-link. Double- stranded oligo- and 
polynucleotides can dissociate to become single stranded. Single-stranded oligo- and 
polynucleotides can hybridize to become double stranded. Many of these responses are not 
reversible by removal of the condition; others, while reversible, may involve a return of the 
nucleotidic material to its prior state at a rate such that the response remains detectable for one 
minute (or longer). In light of these facts, a person of skill in the art would understand what it 
means for a nucleotidic indicator structure to exhibit a response to being exposed to a condition. 
Claim 81 is not indefinite. For similar reasons, claim 84 is not indefinite* 

Applicant's arguments are not convincing since both claims 81 and 84 are indefinite. 
First, claim 84 claimed that the indicator structure is wax and claim 81 claimed that indicator 
structure is nucleotidic. The structurally and functionally the nucleotidic compound is distinct 
from that of the wax compound. Thus, applicant argument that the wax compound response to 
the condition such as 'temperature, pH, and the presence of reagents' would produce the same 
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'result' as the nucleotidic compound is confusing since applicant has not provided and evidence 
that the nucleotidic compound and the wax compound are structurally and functionally identical. 
The indefinite rejection with regard to claim 84 is maintained. 

Second with regard to the nucleotidic compound, applicant indicated that some of the 
conditions such as 'temperature, pH f and the presence of reagents' are reversible such that 'a 
return of the nucleotidic material to its prior state at a rate such that the response remains 
detectable for one minute (or longer)\ However, it is unclear as to which of the conditions that 
applicant referring to that results in 'a return of the nucleotidic material to its prior state at a 
rate such that the response remains detectable for one minute (or longer/. For example, in 
general double-stranded oligonucleotides denature at about 90 °C, and it anneal (reformation of 
the double-stranded oligonucleotide) at about 50-60 °C. Thus, by removing the denatured 
double-stranded oligonucleotide from the condition of 90 °C would not 'return 5 the denatured 
double-stranded oligonucleotide to its prior state, i.e. the double-stranded form, such that a 
detectable response is detected. Therefore, both claims 81 is indefinite since a person of skill in 
the art would not understand what it means for 'a nucleotidic indicator structure to exhibit a 
response to being exposed to a condition'. 

Therefore, both claims 81 and 84 are indefinite, and the rejections are maintained. 

21. Applicant's arguments directed to the rejection under 35 USC 102(b) as being anticipated 
by Cargill et al. (US Patent 5,770,455) for claims 54 and 56 were considered but they are not 
persuasive for the following reasons. 

Claims 54, and 56 are rejected under 35 U.S.C. 102(b) as being anticipated by Cargill et ah (US Patent 
5,770,455). 
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The instant claim recites a device that comprises a substrate, molecular moieties, and an integrated indicator. The 
substrate comprises a probe region and an indicator region. The integrated indicator is attached to the indicator region and the 
molecular moieties are attached to the probe region. The indicator exhibits the detectable response for at least one minute after 
removing the device from the condition and is not a single stranded oligonucleotide if the molecular moieties are single stranded 
oligonucleotides. With regard to claim 54 the molecular moieties are nucleotidic molecular probes. 

Cargill et al disclose labeled libraries of random oligomers (device) (see e.g. Abstract; col 1, 
lines 66 to col 2, line 4; col 9, line 64 to col 10, line 8). The labeled libraries of random oligomers 
comprise a synthesis support (substrate), an identifier tag (integrated indicator), and an oligomer library 
member (molecular moieties) (see e.g. col. 7, lines 4-19; col 7, line 53 to col 8, line 15; col 8, line 44-57; 
col 11, lines 18-33; fig. 7). The synthesis support comprises different areas wherein the identifier tag and 
oligomer library member are attached (probe region and indicator region) (see e.g. col. 11, lines 51-54; 
col 12, lines 14-45; col 14, lines 37-52; fig. 7). The synthesis support has a plurality of oligomer library 
members attached (see e.g. col 11, lines 51-54; col 12, lines 14-45; col. 14, lines 37-52; fig. 7). The 
oligomers include polynucleotides (see. e.g. col 8, lines 18-40; col. 13, lines 27-48). The identifier tag 
would contain information of transformation events such as changes in temperature (see e.g. col 12, lines 
14-45; col 14, lines 37-52). Therefore, the device of Cargill et al. anticipates the presently claimed device. 

Applicant alleges that the device of Cargill et al. does not anticipate the presently claimed 

invention because the identifier tag of Cargill et al. does not anticipate the presently claimed 

indicator since the presently claimed indicator produces 'detectable response to being exposed to 

an environmental condition'. Thus, the device of Cargill et al. does not anticipate the presently 

claimed invention. 

Applicant's arguments are not convincing since the device of Cargill et al. does anticipate 
the presently claimed invention because the limitation that the indicator produces 'detectable 
response to being exposed to an environmental condition' is a functional limitation of the 
indicator. The claimed indicator structural feature is that it is not a single stranded 
oligonucleotide if the probes/molecular moieties are single stranded oligonucleotides. The 
identifier tag of Cargill et al. are not single-stranded oligonucleotides (see e.g. col. 7, lines 4-15; 
col 21 , lines 24-32). Thus, the identifier tag of Cargill et al. anticipate the structural limitation 
of the claimed indicator, and the functional limitation of the indicator, i.e. 'detectable response to 
being exposed to an environmental condition' is presumed to be inherent. See MPEP § 21 12.01. 



MPEP § 21 12.01 states that: 
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//. >< COMPOSITION CLAIMS — IF THE COMPOSITION IS PHYSICALLY THE 
SAME, IT MUST HA VE THE SAME PROPERTIES 
"Products of identical chemical composition can not have mutually exclusive properties." A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or claims are necessarily present. In re Spada, 911 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) (Applicant argued that the claimed composition was a pressure 
sensitive adhesive containing a tacky polymer while the product of the reference was hard and abrasion 
resistant. "The Board correctly found that the virtual identity of monomers and procedures sufficed to 
support a prima facie case of unpatentability of Spada's polymer latexes for lack of novelty."). 

Therefore, the device of Cargill et al does anticipate the presently claimed invention, and the 
rejection is maintained. 



22. Applicant's arguments directed to the rejection under 35 USC 102(b) as being anticipated 
by Bioarray Solutions LLC ("Bioarray") (WO 98/53093) for claim 56 were considered but they 
are not persuasive for the following reasons. 

Claim 56 is rejected under 35 U.S.C. 102(b) as being anticipated by Bioarray Solutions LLC ("Bioarray") 
(WO 98/53093). 

The instant claim recites a device that comprises a substrate, molecular moieties, and an integrated indicator. The 
substrate comprises a probe region and an indicator region. The integrated indicator is attached to the indicator region and the 
molecular moieties are attached to the probe region. The indicator exhibits the detectable response for at least one minute after 
removing the device from the condition and is not a single stranded oligonucleotide if the molecular moieties are single stranded 
oligonucleotides. 

Bioarray discloses labeled libraries of beads (device) (see e.g. Abstract; pg. 7, line 16-30). The 
libraries of beads comprise beads (substrate), color codes (integrated indicator), and compounds 
(molecular moieties) (see e.g. pg. 17, lines hi 1; fig. 3). The bead comprises different areas wherein the 
color codes and compounds are attached (probe region and indicator region). The color codes would 
contain informations of events that occur with the compounds such as target binding and environmental 
monitoring (see e.g. pg. 17, line 14-27; pg. 20, lines 7-27). Therefore, the device of Bioarray anticipates 
the presently claimed device. 

Applicant contends that the device of Bioarray does not anticipate the presently claimed 
invention because the color codes of Bioarray does not anticipate the presently claimed indicator 
since the presently claimed indicator produces 'detectable response to being exposed to an 
environmental condition'. Thus, the device of Bioarray does not anticipate the presently claimed 



invention. 
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Applicant's arguments are not convincing since the device of Bioarray does anticipate the 

presently claimed invention because the limitation that the indicator produces 'detectable 

response to being exposed to an environmental condition' is a functional limitation of the 

indicator. The claimed indicator structural feature is that it is not a single stranded 

oligonucleotide if the molecular moieties are single stranded oligonucleotides. The color codes 

of Bioarray are not single-stranded oligonucleotides (see e.g. pg. 9, lines 16-21). Thus, the color 

codes of Bioarray anticipate the structural limitation of the claimed indicator, and the functional 

limitation of the indicator, i.e. 'detectable response to being exposed to an environmental 

condition' is presumed to be inherent. See MPEP § 21 12.01 . MPEP § 21 12.01 states that: 

//. >< COMPOSITION CLAIMS — IF THE COMPOSITION IS PHYSICALLY THE 
SAME, IT MUST HA VE THE SAME PROPERTIES 
"Products of identical chemical composition can not have mutually exclusive properties." A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or claims are necessarily present. In re Spada, 911 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) (Applicant argued that the claimed composition was a pressure 
sensitive adhesive containing a tacky polymer while the product of the reference was hard and abrasion 
resistant. "The Board correctly found that the virtual identity of monomers and procedures sufficed to 
support a prima facie case of unpatentability of Spada's polymer latexes for lack of novelty."). 

Therefore, the device of Bioarray does anticipate the presently claimed invention, and the 
rejection is maintained. 



23. Applicant's arguments directed to the rejection under 35 USC 103(a) as being 
unpatentable over Cargill et al. (US Patent 5,770,455) and Wang et al. (US Patent 5,922,617) for 
claims 1,3-10, 19-37, and 47-49 were considered but they are not persuasive for the following 
reasons. 

Claims 7, 3-10, 19-37, and 47-49 are rejected under 35 US.C. 103(a) as being unpatentable over Cargill 
et al (US Patent 5, 770,455) and Wang et al (US Patent 5,922,61 7). 

The instant claim J recites a device that comprises a substrate, a plurality of different molecular probes, and an integrated 
indicator. The substrate comprises a probe region and an indicator region. The integrated indicator is attached to the indicator 
region. The indicator exhibits the detectable response for at least one minute after removing the device from the condition and is not 
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a single stranded oligonucleotide if the molecular moieties are single stranded oligonucleotides. The different molecular probes are 
attached to the probe region and interact with a corresponding target. 

Cargill et al disclose labeled libraries of random oligomers (device) (see e.g. Abstract; col 1, 
lines 66 to col 2, line 4; col 9, line 64 to col 10, line 8). The labeled libraries of random oligomers 
comprise a synthesis support (substrate), an identifier tag (integrated indicator), and an oligomer library 
member (molecular moieties) (see e.g. col. 7, lines 4-19; col 7, line 53 to col 8, line 15; col 8, line 44-57; 
col 11, lines 18-33; fig. 7). The synthesis support comprises different areas wherein the identifier tag and 
oligomer library member are attached (probe region and indicator region) (see e.g. col. 11, lines 51-54; 
col. 12, lines 14-45; col 14, lines 37-52; fig. 7). The synthesis support has a plurality of oligomer library 
members attached (see e.g. col. 11, lines 51-54; col 12, lines 14-45; col. 14, lines 37-52; fig. 7). The 
oligomers include polynucleotides (see. e.g. col. 8, lines 18-40; col 13, lines 27-48). The identifier tag 
would contain information of transformation events such as changes in temperature (see e.g. col. 12, lines 
14-45; col. 14, lines 37-52). 

The device of Cargill et al. differs from the presently claimed invention by failing to include a 
plurality of different molecular probes on the surface of the substrate. 

Wang et al disclosed a device in which the microarray would contain 10 or more different probes 
(col 2, lines 60-65). Wang et al suggest that the number of individually addressable sites (probes) on an 
array would depend on the nature of the bound component, the source of the signal, the nature of the signal 
being detected, the nature of the bound array such as the size of the microarray or the manner in which it is 
produced (col 3, lines 6-11). 

It would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include a plurality of different molecular probes on the surface of the substrate as taught by Wang 
et al for the device of Cargill et al One of ordinary skill in the art would have been motivated to include 
an array of 10 or more probes on the surface of the substrate in the device of Cargill et al for the 
advantage of detecting multiple analytes since both Cargill et al and Wang et al disclose beads that are 
encoded with a binary code (Cargill: col 10, lines 17-26; Wang: col 7, lines 10-20). Furthermore, one of 
ordinary skill in the art would have reasonably expectation of success in the combination of Cargill et al 
and Wang et al because Wang et al. suggest that the number of probes on an array would depend on the 
nature of the bound component, the source of the signal, the nature of the signal being detected, the nature 
of the bound array such as the size of the microarray or the manner in which it is produced (col 3, lines 6- 
11). Therefore, the choice of the number of probe on the surface of the substrate would depend on the 
availability of bound component. 

Applicant alleges that the device combination of Cargill et al. and Wang et al. is not 
obvious over the presently claimed device because 1) the identifier tag of Cargill et al. does not 
anticipate the presently claimed indicator since the presently claimed indicator produces 
'detectable response to being exposed to an environmental condition'', 2) Cargill et al. do not 
disclose that the condition allows for target-probe interaction of claim 5; 3) Cargill et al. do not 
disclose that the targets represent portions of a single molecule of claim 47; and 4) Cargill et al. 
do not disclose that the targets represent portions of a single cell of claim 48. Thus, the device 
combination of Cargill et al. and Wang et al. is not obvious over the presently claimed device. 
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Applicant's arguments are not convincing since the device combination of Cargill et al. 
and Wang et al. is obvious over the presently claimed device. 

First, in response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Second, the limitation that the indicator produces 'detectable response to being exposed 

to an environmental condition 5 is a functional limitation of the indicator. The claimed indicator 

structural feature is that it is not a single stranded oligonucleotide if the probes are single 

stranded oligonucleotides. The identifier tag of Cargill et al. are not single-stranded 

oligonucleotides (see e.g. col. 7, lines 4-15; col. 21, lines 24-32). That is the identifier tag of 

Cargill et al. anticipate the structural limitation of the claimed indicator, and the functional 

limitation of the indicator, i.e. 'detectable response to being exposed to an environmental 

condition', is presumed to be inherent. See MPEP § 21 12.01. MPEP § 21 12.01 states that: 

//. >< COMPOSITION CLAIMS — IF THE COMPOSITION IS PHYSICALLY THE 
SAME, IT MUST HA VE THE SAME PROPERTIES 
"Products of identical chemical composition can not have mutually exclusive properties." A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or claims are necessarily present. In re Spada, 911 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) (Applicant argued that the claimed composition was a pressure 
sensitive adhesive containing a tacky polymer while the product of the reference was hard and abrasion 
resistant. "The Board correctly found that the virtual identity of monomers and procedures sufficed to 
support a prima facie case of unpatentability of Spada's polymer latexes for lack of novelty."). 

Therefore, the identifier tag of Cargill et al. anticipate the structural limitation of the claimed 
indicator. 

Third, Cargill et al. do disclose a) the condition allows for target-probe interaction of 
claim 5 (see e.g. col. 7, lines 53-62; col. 26, lines 46-58); b) the targets represent portions of a 
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single molecule of claim 47 (see e.g. col. 26, lines 46-58); and c) the targets represent portions of 
a single cell of claim 48 (see e.g. col. 26, lines 46-58). 

Therefore, the device combination of Cargill et al. and Wang et al. is obvious over the 
presently claimed device, and the rejection is maintained. 



24. Applicant's arguments directed to the rejection under 35 USC 103(a) as being 
unpatentable over Brenner et al. {Proc. Natl Acad. Set, 1992, 89(12):5381-5383) and Wang et 
al. (US Patent 5,922,617) for claims 1, 6, and 81-82 were considered but they are not persuasive 
for the following reasons. 

Claims 1, 6, and 81-82 are rejected under 35 U.S.C 103(a) as being unpatentable over Brenner et al 
(Proc. Natl Acad. Set, 1992, 89(12):5381-5383) and Wang et al (US Patent 5,922,61 7). 

Brenner et al disclose a combinatorial library of encoded compound (refers to the presently 
claimed device) and the method of two alternating parallel combinatorial syntheses wherein the genetic tag 
is chemically link to the chemical structure being synthesized (see e.g. Abstract; pg. 5381, right col, lines 
30-54; pg. 5382, right col, line 34 to picture at top of pg. 5183). The combinatorial library of encoded 
compound comprises a genetic tag (refers to the presently claimed indicator structure), a solid support 
(refers to the presently claimed substrate), and peptide sequences (refers to the presently claimed probe) 
(see e.g. pg. 5382, right col, line 34 to picture at top of pg. 5183). The genetic tag is single-stranded 
oligonucleotide (refers to instant claims 81-82), which are detected by PCR after the combinatorial library 
of encoded compound is exposed to a binding assay (see e.g. pg. 5381, right col, lines 54-56; pg. 5383, left 
col, line 47 to pg. 5383, right col, line 34). The synthesis support comprises different areas wherein the 
identifier tag and oligomer library member are attached (probe region and indicator region) (see e.g. pg. 
5382, right col, lines 41-44; picture at top of pg. 5183). 

The combinatorial library of encoded compound of Brenner et al differs from the presently 
claimed invention by failing to include a plurality of different molecular probes on the surface of the 
substrate. 

Wang et al disclosed a device in which the microarray would contain 10 or more different probes 
(col 2, lines 60-65). Wang et al suggest that the number of individually addressable sites (probes) on an 
array would depend on the nature of the bound component, the source of the signal, the nature of the signal 
being detected, the nature of the bound array such as the size of the microarray or the manner in which it is 
produced (col 3, lines 6-11). 

It would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include a plurality of different molecular probes on the surface of the substrate as taught by Wang 
et al in the combinatorial library of encoded compound of Brenner et al One of ordinary skill in the art 
would have been motivated to include an array of 10 or more probes on the surface of the substrate in the 
combinatorial library of encoded compound of Brenner et al for the advantage of detecting multiple 
analytes since both Brenner et al and Wang et al disclose beads that are encoded with a binary code . 
(Brenner: pg. 5382, right col, lines 41-44; picture at top of pg. 5183; Wang: col. 7, lines 10-20). 
Furthermore, one of ordinary skill in the art would have reasonably expectation of success in the 
combination of Brenner et al. and Wang et al because Wang et al suggest that the number of probes on an 
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array would depend on the nature of the bound component, the source of the signal the nature of the signal 
being detected, the nature of the bound array such as the size of the microarray or the manner in which it is 
produced (Wang: col. 3, lines 6-11). Therefore, the choice of the number of probe on the surface of the 
substrate would depend on the availability of bound component 

Applicant argues that the device combination of Brenner et al. and Wang et al. is not 
obvious over the presently claimed device because the identifier tag of Brenner et al. does not 
anticipate the presently claimed indicator since the presently claimed indicator produces 
'detectable response to being exposed to an environmental condition'. Thus, the device 
combination of Brenner et al. and Wang et al. is not obvious over the presently claimed device. 

Applicant's arguments are not convincing since the device combination of Brenner et al. 
and Wang et al. is obvious over the presently claimed device. 

First, in response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Second, the limitation that the indicator produces 'detectable response to being exposed 
to an environmental condition' is a functional limitation of the indicator. The claimed indicator 
structural feature is that it is not a single stranded oligonucleotide if the probes are single 
stranded oligonucleotides. The genetic tag of Brenner et al. are not single-stranded 
oligonucleotides (see e.g. pg. 5381, right col., lines 54-56; pg. 5383, left col., line 47 to pg. 5383, 
right col., line 34). That is the genetic tag of Brenner et al. anticipate the structural limitation of 
the claimed indicator, and the functional limitation of the indicator, i.e. 'detectable response to 
being exposed to an environmental condition', is presumed to be inherent. See MPEP § 21 12.01. 
MPEP § 2 1 1 2.0 1 states that: 
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//. >< COMPOSITION CLAIMS — IF THE COMPOSITION IS PHYSICALLY THE 
SAME, IT MUST HA VE THE SAME PROPERTIES 
"Products of identical chemical composition can not have mutually exclusive properties." A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or claims are necessarily present. In re Spada, 911 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) (Applicant argued that the claimed composition was a pressure 
sensitive adhesive containing a tacky polymer while the product of the reference was hard and abrasion 
resistant. "The Board correctly found that the virtual identity of monomers and procedures sufficed to 
support a prima facie case of unpatentability of Spada's polymer latexes for lack of novelty."). 

Therefore, the genetic tag of Brenner et al. anticipate the structural limitation of the 
claimed indicator. 

Therefore, the device combination of Brenner et al. and Wang et al. is obvious over the 
presently claimed device, and the rejection is maintained. 



25. Applicant requested clarification of the indication of the allowable subject matter. 
However upon further reconsideration, the indication of allowable subject matter is withdrawn. 

Conclusion 

26. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to My-Chau T. Tran whose telephone number is 571-272-0810. 
The examiner can normally be reached on Monday: 8:00-2:30; Tuesday-Thursday: 7:30-5:00; 
Friday: 8:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew J. Wang can be reached on 571-272-081 1. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



met 

August 20, 2005 
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